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A

"APPELLATIONS D' ORIGINE" AND INTERNATIONAL FOOD STANDARDS
Background Note prepared by the Legal OFfice of FAO

I.  Introduction

‘ The Codex Alimentarius Commission, while examining at its Eighth ,
vession matters arising from the work of the Committee of Govermment :Ex- |
perts on the Code of Principles concerning Milk and Milk Products, . noted
the questions that had arisen with regard to the implications of. ... -
"appellations d'origine" for the elaboration, adoption. and acceptance of
food standards for certain cheese varieties. Considering that the pro-
blems connected with the concept of “appellation d'origine" may extend
beyond the sphere of competeqcéiof the Committee on Milk and Milk Products,
the. Commission ) G . S '

. "agreed that.some consideration should be given to this subject by
the Executive Committee at its next session insofar as the work of
the Commission was concerned, in the light of background materials
to be made available by the Legal Office of FAC." 1/ C

2.  While "appellations d'origine" may apply to all types of commodities
and while the question of their implications for the adoption of Codex

standards thus concerns a problem of a general nature rather than a tech-
nical problem falling exclusively within the competeénce .of any subsidiary

t

.-dve presented themselves onl in the field of cheese

II. Discussions of the Coiittee on Milk and Milk Products regarding
cheese varieties with "appellation d'origine" . R

3. .The problem of cheeses with an internationally or nationally protected

"appellation d!'origine" was first raised at the Seventh Session (1964) of

the Committee on Milk and Milk Products and has been discussed at all

E/;»Report of the?Eighth Session, paragraph 178. , P e

*.. The Executive Committee of the Codex Alimentarius Commission has-requeste

that this document be sent to the:Committee of Government Experts on Milk

and Milk Products for information.
& . o .

i
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subsequent ‘sessioms; it is also included in the Agenda of the Fiftcenth
Session to be held in' September 1972.  The cheese varigties directly in-
volved at present are three cheeses originating in Italy (Gorgonzola,
Parmigiano keggianc and P@corinQ‘Romano) and one cheese produced in the
United‘Kingdom'(Blue,Stilton)n' C " S AR -

4o A number of different vievs were expressed in the course of the dis--
cussions with regard to the question yhether standards  should be elaborated
and adopted for these “checses and other cheese varieties with denominations
similarly protected in one or scveral countries. ‘he principal solutions
which were proposed-méy be\summarized as follows:

(i) The country of origin which had "appellation dlorigine" prescribed
in its national législation could, when making an application for
an international.cheese standard, propose a restriction on the geo~
graphical area in which the choese could be made. 2/

(ii) The Committee should forego consideration of any ‘request aimed at
establishirig an ihterhational standard for any individual cheese
identified by an "appellation diorigine" 3/ - at least if the origin-
ating country was opposed to it. 4/ standards might however be adop-

\ ted under generic names. 5/ N : e

(iii)Any cheese coming regularly into international trade should be con-

sidered by the Committee, if only tO accept that the particular stan-
dard attached to the "appellation d'origine" in the traditional area
of manufacture be included in the Code and extended to world-wide
trade; adequate safeguards against misleading use of the désignation
. of .cheese varieties could be achieved through labelling provisions,
requiring clear indication of the producing country. g/ e

(iv) Complete participation-of ail countries interested in a particular
cheese variety could be ensured by making it possible for a country
to declare in its acceptance of a standard that in view of existing
international agreements on the protection of an vappellation
d'origine® for this variety, cheese corresponding to the standard
could be sold in its territorv only under an alternate name. 7/

It is not clear whether under this proposal for a practical solution,

_the same would apply where the "appellation dtorigine" is only es—
tablished under internal legislation and does not form the subject
.of any international agreement and whether the solution would also

2/ - Report of the Eighth Sescicn of the Committee on Milk and Milk Pro--

© ducts, para.33 as reworded in para. 9 of the Report of the 9th Session

3/ Report of tripartite meeting of govermment experts from Italy,France.

: and Switzerland, MDS 68/6(a), para.5.4; this view was also backed by
the Permancnt Council of the International Stresa Convention on
Cheeses, cf. Report of the Eleventh Session of the Committee on Milk
and Milk Products, para. 17. L P - .

4/ Report of the Ninth'Ses'sion7 para. 11. Other govermments, however, ob-

. jected to-.such right of veto of the originating country, cf. for in~
. stance. MDS 67/12(c), pages 1 and 3. - RS ’ o
5/ ~Comments of switzerland, MDS 67/12(c), page 4. -

6/ Report of the 7th Session, paras 24-25; MDS 67/12(c), page 4,para45,
7/  Ssolution suggested by the United States of America, MDS 70/8(a); cf.
also Report of the 13th Session, para. 52 and MDS 71/7.

o
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extend to names protected net by "appcllation dtorigine! but by es-

sentially similar means, such as a 'certification trade mark“..g/
5. The legal, historical and technical aspects of th¢ foregoing alter—
natives have been cxamined by the Committee on MilkK and ‘Milk Products on
the basis of written submissions of .nterested governments 9/ and back- "
ground notes prepared by the Secretariat. Their implications will be sum-
marized in paragraphs 16-20 below. : '

s g

III. International Protection of "appellations d'origine"

Ge Geographical denominations designating agricultural or industrial
products may be protected by international agreements or rational legis-
lation in a number of ways, in particular through "appellation d'origine",
registered "certification. trademarks" and provisions against false or .
deceptive indicationd of source on ‘goods and against unfair competition
in general. As it would be virtually impossible in the present framework
to summarize wWith a sufficient degree of completeness and accuracy the
principles of national law governing the subject in the various countries,
this Note is confined to a summary of the relevant provisions of inter—
national conventions, in particular those concluded v the auspices

>f the World Industrial Property Organization (WIPO) or its predecessor
organizations; these conventions may, however, be considered as reflecting
the essential elements of common fcatures of national legislation. 10/

7. ~ The Paris Convention, of 20 March 1883, for the Protection of Indus-
trial Propcrty (FParties: nearly 80 States) deals only marginhally.with .
 wappellation d'origine® and related subjects. While generally including -
indications of source or appellations of origin in the ‘sphere of industrial
property to be protected (Article'l, para. (2)), the Convention contains--
orily a rule providing for sanctions: "in cases of direct or indirect use-
?f)? false indication of the source of-the product" (Article 10, para. '
Y. A ‘ ; : ey ‘ _ , ’
8. More specific provisions are to be found in the Madrid Agreement of
14 April 1891, for the Repressioii of False or Deceptive Indications of .
Source on Goods (Parties: approximately 30 States) which provides for
seizure or import prohibitions with regard to goods bearing a false or
deceptive indication of source, by which one of the countries to which
the Agreement applies, or a place situated therein, ‘is’ directly or 'in-
directly indicated as being the country or place of origin (Articles 1
and 3 bis). - It is reserved to the courts of each country to decide what

8/ E.g. "Blue Stilton".which enjoys in the United :Kingdom (and pos€ibly
- in other countries) protection under a "certification trademark"
 reserving the u8e of the word "stilton", cf.. . MDS 69/7(a) aud:76/8(b).
9/ - The Governments of  the USA and Italy are at preésent engaged in infor-
mal negotiations and a proposal has also been made for a Européan
meeting of Government Experts in order to seek -the most -appropriate
“ solution (cf. MDS 70/8(b) para. .12 and Report of the 14th Session,
10/ For a comparative study, cf. Bureau International pour la Protection
de la Propriété Industrielle (BIRPI): Les .indications des provenance
. et les  appellations d'origine dans la 1&€gislation de certains pays
de 1'Union de Paris pour la protection de la prapriété industrielle.
Berne, 19538. R - U ;

\
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’apnclluflong do. uot, on account of their gereric character, come under

the stipulations of the Agreement. It should be noted that an "indication
of source® mercly desxgaatgc'Lho place. of manufacture and can be uscd for
any kind of rluduct“,.thu designation is not restricted. to characteristic
,TOJU(TJ nanufaocturad in .a orqancw‘witr'speci¢Lc quality- standards. or
productior. m@thous ir & given aren. -

9.. The dc;10na113y and p*otection_cha“acteristic products is the purpose
of ”appellntlons dtoxiginc" as Grv”sach by the Lisbon Agrecment of 31
Octobex 1958, for the Protection of ﬂpﬁollaujou orF Oqu1“ and their

Internationdl Regils tratjon (kartloﬂz 9 LnLcs) VAlPh 1r Article 2 defines
the term as the &

. "geographic name: of a country, region, or locality, which serves to
designate a product originating therein, the gquality and characterisg-—
tics of which are due cexclusively or essentially to the geographical
environmenty including natural -and human factors".

Such names may, be rcgistered by the International Dureau (WIPO) and must
be protected in’all contracting countrics, (unless a country makes a de-
claration to the contrary within a year), i.c. the use of the name (even
in translated form or accompanied by words like "type" or "limitation"
and by a clear indication of source) must not bc peymitted for any other -
Joods than those producgd in the originating area (&rtlcle 3). Once re--
gistered as "appellation d'OTJU]‘C" a-name cannot at a later stage be .-
considered as having taken on a ggn ric chardcter (Article 6)

10, Of specific relcvance for the names of chcesb Varletlcs is- the Inter-

national Convention. for the use of Appcllatwons dtorigine and Denominations
0. Cheesés signed at Streda on 1 June 1951, known ¥
', (an additional protocol was,signed at The on 18 July 1951)__/
ght important chcese pruduC1ng Curopcan countr . "Denominations" -

may bc used under this Cohvention not only by the country which has first
used them but also by the other coa*rac11nj countr1GQ, provided they have.

the characteristics Jp~c¢f1vd for the checese in question (Artlclo 4.4

of the Code).. "Appellatlons d'origine" on the other hand cn]oy a -stronger
protection as set out 1n Article 3 of the Code:

Stresa Conven~

"Article 3.1 thc "appullatlons 'orlglnh” whlch are the object of
internal legislation reserving their use, within the territorial .
confines of one of the Contracting Partlcs, to cheese manufactured

‘or matured in traditional regions, by virtue of loyal, loyal and

\ “unlntﬁrrupted usages, are listed country by country in Annex A; they
are exclusively re Sﬁrved to these cheeses whether they are uscd
alone or accompanicd by a qualifying or even.corrective term such
as "type'", "kind", "imitation", or other term.

Article 3.2 With. the exception of the cheeses "Gorg on&ola" and

"Parmigiano Reggiano", the provisions of paragraph 1 of “this Article
. shall however apply only to cheeses. mado from milk other than cow's -
leLe

ArLlcle 3.3 In thelr trade w1Lh countrlcs not adhering to the prc ent
Convention, Contracting Parties may use the two "appellations d'origine"
of cheeses mentioned in paragraph 2 of this Article, provided that the

. indication of the manufacturing country is added." ’ B

11/ A 51mp11£104 Worklng text 1nLchaL1mg the Convention, thc Protocolg
-and.certain subsequent interpretations 1s to be found in the' Stresa
' Convention MGode' ‘adopted in 1958 “by the Permanent Council and issued
in 1959 by tﬁf Itallar Govermment.

\
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ch PrOtuCthn CF " pp“llatlbﬂ d‘o lglno“ unugr the utrega Convention
cxtends at present only to the following cheese varic ‘ties included in
Lrmex As Roguefort, Gorgonzola, Parmigiano LnglauO and PCLOflnu Romano.

11. There arc, however, a aumber of other cheese CuqlamatIOJS,Wthh oy
means of bilatcral agreements re eccive a similar protection in the Fedceral
Republic of Germany, France, tILLLt, italy and Switzerland. 10/

12. Protection for the names cf products including cheese variecties may
also be granted in the form of Lravnmafks, collective marks or certifi--
cation trademarks. While individual Lradcmarls réserved to one manufac-
turer will hot be TLJlSt“TGU vhnn they consist exclusively of 31gne oxr
indications which may serve in trade to designate the place of origin of

the goods, 13/ it is possibie ro oL ain prOt(Cthh through a collective
mark {vnder Article 7 bis, paragraph 1) t%at is, according té a duflﬁln :
tlon established by BIRP (Jrgcucgssor of WIPO) 14/ ‘

"‘ny qulblL sign d631gnatcu as such and serving to dlstlngulsh tho
origin or dny othgr common characteristic of goods or services of
different enterprises which usc the mark under- the control of the
registered owvner," :

At least one collective mark of this kind hag bcen 1ntornatlorally regi-
stered for chcese. 15/ Essentially similar protection can be obtained
through "certificatIon tradpmaILs" under the lav of the Unlted Klngdom
and some othcr countrles. 16/ ' -

IV. Relevant Prov151ons of the - Cougx ﬁlingntarlus

i None of thc Codux Allmentarnus prov1s'
“Mappellation ‘dtorigine". Thcre are, however, : 1D llng in
the. General Standard for Cnocse requiring a- "clcar“"ndlcatlon of. the.
Iproducing counLry“' 17/ and in the Recommended General Standard for the
Labelling of T-’Tcpackag:d Foods there is a prohibition on any form of
labelling that would ”m‘ﬂlcau or deceive the consumer in any way whatso-
ever in respclt of thu food®, 18/ These prov1clons, whlle containing

12/ Cf. MDS. 70/B(b), paragrﬁph 11 and Annex I.
lﬁ/ Article 6 [ulhﬂulLS -2 o; the Paris Lonventlonc

%ﬁ/ .~ BIRPI, Model Law for, Developlng Countries on Marks, Trade Vames,
: anc Actc of Unfair Compctltlon, Geneva 1967.

15/ c£. MDS 70/3(b), page 4, paragraph 9.

16/ “he text of the rclevant séction of the UK Trade MarLs Act is .re-
o produceo:*n MDS 70/8(b), page 4, paragraph 10. ;v

;2/  Paragraph 4.1 of “the General Standard for Cheese, cf. also the-
¢ interpretation of this rov131on in paragraph 9(d) of the Report-
of the Seventh Session of the Committeé on Milk-and Milk Products.

18/ Paragraph 6.1 in cdonjunction with paragraphs 2 and 3.5 of the
Standard for the LulellDJ of Prepackaged Foods.
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indicatioris of source and .thus appearing in . full hdimony with the provi-
sions of .the Madrid Agrceément (cf. paragraph 8 above), would not seem

to solve the problom of names protected by "appeliation dtorigine’ as

they do not rvile out the Use of cvh provided ey ‘are accompanied
by quelifications precluding the ncsumption that tho food was manufactured
in the area or country enjoying the right of "appellation d'origine.

adequate; safcguerds as regards. the prevention of false and misleading

14.- The question May arise whether a link - 1 pos$ibly a conflict -
could cxist. between the requircment to respect or protect the "appella-
tion.d'originc" and’ the obligation of a country accepting a Codex
Standard not to impede distribution of a product conforming to the stan-
dard, Paragraph 4.A(i)(a) and (<) of the General Principles of the Codex
Alimentarius defines the effect of full acceptance as follows:

"(a) Full acceptance means that the country concernced will ensure that
a product to which . .the standard applics will be permitted to be
distributed frcely, in accordance with (¢) Below, within its
Territortal jurisdiction under the name and’ description laid dowm
in the standard, provided thal it complies With all The relevant
requircments of the standard. (undorlining added ).

[

(b) _onaoaeoooaoaooao"la ) . . ) .
(c) The distribution of any sound products conforming with the standard

will not be hindered by any legal or administrative provisions

in the country concerned rélating Lo the healtl of thce consumer or
to other food standard mattcers except for considerations of Aumal:,
plant or animal health which arc not spec¢ifically dealt with in
the standard,”.(undeqlining added) : ' ‘ ‘

15. . The provision in paragraph 44 (i)(c) cited above'is intendcd to en-
sure that free distribution should not be hindered by legal or adminis-
trative provisions relating to health or other specifications germaine
to food standards. The authority of a country to- impose import restric:
tions .on other grounds was to remain unaffected. However, as will be
explained in puragraph 18 below, countries which are bound by law or
treaty to respect the "appellation d'origine" of a given product may not
be in a position to accept.a standard pertaining to that product.

V. Legal aspects of the various solutions envisaged .

16. - With reference to the proposed solution mentioned in paragraph 4(i)
above, the proposal that a country asserting the right to an "appellaticn
d'origine" should be allowed to insert .a corrcsponding restriction in the
international food standard even if goods under the nam. in question are
actually preduced in other countries which consider the name as a generic
term, would tend to “impose on third countries new restrictions for the
protection of "appellations d'origine" so far not Yecognized in their

law and thus amount to new international obligations not directly related
to the health of the consumer and general quality criteria which are the
prime concern of the Codex Alimentarius. .In pPractice, a restrictive
prov%sion of this type may Wwell defeat the purposec of an international - -
standard. ‘ - L T o '

17.- The choice between the solutions set out in paragraph 4(ii), (iii)
and (iv) i.e. :

~ abstaining from thc establishment of any standard for varieties
with "appellation d!'origine®,: or

¢
\
L
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- uuwptlwg such- stendards without any special ¢aignuarud‘for cou ntr es
considering the namae as vappellation d'origine”; or.
- adopeing such standards with a clause Jafcouardirq the right of
those countries to maintain the degrec of protect tion for the
"appellation dteorigine' ‘effectively rccogml ed’ atfpngCnL

appears prlnglgallv to be a HchLlon of policy since none. of theése solu-
tions is either imposed or excluded by the general proV¢"1ﬂr”.goern1ng
the elaboration of & adDny on of Codex shuwlardsvj’

‘ion of a standard wlthuut special
regard to-the protec ) i1 certain countrices for a given
namne can in no % lar or detract from cxisting international
obligationus of those :ountrlcsn‘ 1f.a QOVLrhmvﬂ should find that accep~
tance of a standard would be incompatible with such laws or international
obligations, it may ¥ish to declire to accept the standard.

18. . The mcrw claborx

19. On the other hoand, the rules governing the work of the Codex Ali~
nentarius Commission de not contain aiy yIOVL‘lun which would enable
these countrics to prevent the claboration and adoption of standards for
the varieties concerned and under thé names which are at present pro-
tected in their territory on the basis of natioral legislation or by
sirtue of bilateral or multilateral agreements, such as the Lisbon
Agreement or thce Stresa Convention.

20, “The introduction of a special clause whereby countries acc repting

a standard may be allowed to maintain thce status quo vith regard to the
prOLLLtLOH of certain names (cf. paragraph Z{iv) above), is neither pre-
scribed nor excluded by any of the rules covaring the work ~of the Codex
Alimentarius Commission. Assuming that the quality x requirements estab-
lished by the international’ standard would be similar to those applicable
to the product covered by an “"appellation d’origine", countries which
consider the namc of the partlcular variety as "appcllatlcn dtoriging"
for products manufactured in a certain area could be enabled, by means
of guch spc01al clause in the international standard, to accept the
standard for ine VaIlLLy concerncc., with a declaration

(1)

”nanyfﬁctured out-—
rritery under an

”produotskc rresponclr to LhofstancardVDu
el Vlll havc to be sold on their te

The 1nc1u ion in thc standard lLSle of such an enabling clause and of
the alternative name would avoid doubts and disputes as to the validity
of any declarations that may be made to this effect by countries accept-
ing the standard. ¥

VI. Conclusions
21. The choice betWeen the various solutions is a policy question;

22. The legal situation prevalllnj in any country on the basis of
internal law or pre-existing international obligations cannot be affectcd
by the mere elaboration and adoption of an international standard,
although it may prevent a country from accepting a standard which failed
to provide safegpards of the kind envisaged in paragraph 20.

H

4

\



ANNEX A

23. Mo hommUc1Lj othcr than chceses at yro sent under ‘consideration by
ne Codex ullenl“ S omnlsqlon would seem to raise problams of
E‘. »;,:

ppellation 'urlrlrc” _ o
he “ P .

24. As regards cheese Vlrlttlba, the Committee on Milk mld Milk Products
is endeavouring to find a solution that may be acceptable to the great
mJJor't] if not all mcmocrs of the Committec. If it should not succeed,
the Committce will présumably refer the matter to its parent body, the
Code“Alimeﬂtarluv.Lomm1ssi;n. '

S Mo




ANNEX B

ALINORM 04/27/41
APPENDIX X

OPINION OF THE LEGAL OFFICES OF FAO AND WHO ON THE LEGAL ASPECTS
INVOLVED IN THE QUESTIONS RAISED BY
THE COMMITTEE ON MILK AND MILK PRODUCTS"

INTRODUCTION

1. At it Sixth Session, held in Auckland, New Zealand, 26-30 April 2004, the Codex Committee on Milk
and Milk Products (CCMMP) discussed the possibility of elaborating an individual cheese for parmesan but was
not able to reach agreement on whether or not to proceed with this work. The Committee agreed to the following
text in respect of specific questions to be asked to the Codex Alimentarius Commission:

“The majority of the CCMMP present at the 6" Session are of the opinion that the name ‘Parmesan’
is and has been generic for quite some time. On the other hand, the denomination ‘Parmigiano-
Reggiano’ is officially registered as a Protected Designation of Origin (PDO) by the European
Community. The EC currently considers that there is a ‘indissoluble relationship’ between the words
‘Parmigiano-Reggiano’ and ‘Parmesan’.

Reference to EC legislation is preventing a decision on the establishment of a world wide standard
for Parmesan Cheese by the CCMMP. Further, the inability to reach a decision on this issue is
hindering the work of the CCMMP on this matter and might have important horizontal implications
for work in other Codex Committees.

Two questions are addressed to the Commission.

1. To what extent, if any, should a PDO recognized in EC legislation for a product
otherwise considered to be generic by the majority of the members present be
grounds for rejecting elaboration of a Codex standard when in the opinion of the
majority of members present existing criteria for acceptance of new work have been
met?

2. Should aspects of intellectual property protection e.g. trademarks, certification
marks, geographical indications (GI’s) or PDO’s be considered as legitimate
criteria by Codex when deciding on acceptance of new work or adopting standards?

If the answers to both questions are that these matters are not legitimate considerations for CCMMP,
will the CAC request that the CCMMP begin new work on the promulgation of a standard for
Parmesan Cheese?”

2. The Legal Offices of FAO and WHO were asked to offer their views on the legal aspects involved in the
questions raised.

3. Prior to examining the questions raised, in order to place them in a correct perspective, it would be useful
to recall the relevant provisions of the Codex Alimentarus Commission’s mandate and procedures governing the
decision to elaborate a standard, as well as past consideration of the issues at hand within the Codex Alimentarius
Commission.

RELEVANT PROVISIONS OF THE CODEX ALIMENTARIUS COMMISSION‘S MANDATE AND
PROCEDURES GOVERNING THE DECISION TO ELABORATE A STANDARD

4, Under the terms of its Statutes, the Codex Alimentarius is responsible for making proposals on all matters
pertaining to the implementation of the Joint FAO/WHO Food Standards Programme, the purpose of which is:

@ protecting the health of the consumers and ensuring fair practices in food trade;

(b) promoting coordination of all food standards work undertaken by international governmental and

non-governmental organizations;

This document was made available to the 27" session of the Commission as LIM.15 document.
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(©) determining priorities and initiating and guiding the preparation of draft standards through, and
with the aid of, appropriate organizations;

(d) finalizing standards elaborated under (c) above and, after acceptance by governments, publishing
them in a Codex Alimentarius, either as regional or world-wide standards, together with
international standards already finalized by other bodies under (b) above, wherever this is
practicable; and

(e) amending published standards, after appropriate survey, in the light of developments.

5. The Codex Alimentarius Commission has developed procedures for the elaboration of Codex Standards
and related texts as set out in the Procedural Manual. Under these procedures, the Commission decides, taking
into account the Criteria for the Establishment of Work Priorities, to elaborate a world-wide Codex Standard and
also decides which subsidiary body or other body should undertake the work. Under such criteria, when a Codex
Committee proposes to elaborate a standard within its terms of reference, it should first consider the priorities
established by the Commission in the Medium-Term Plan of Work, any specific relevant strategic project
currently being undertaken by the Commission and the prospect of completing the work within a reasonable
period of time. It should also assess the proposal against the following criteria applicable to commaodities:

@) consumer protection from the point of view of health and consumer practices?;

(b) volume of production and consumption in individual countries and volume and pattern of trade
between countries;

(©) diversification of national legislations and apparent resultant or potential impediments to
international trade;

(d) international or regional market potential;

(e) amenability of the commodity to standardization;

() coverage of the main consumer protection and trade issues by existing or proposed general
standards;

(9) number of commodities which would need separate standards indicating whether raw, semi

processed or processed; and

(n) work already undertaken by other international organizations in their field.
PAST CONSIDERATION OF THE MATTER BY THE CODEX ALIMENTARIUS COMMISSION

6. The issue of whether the Commission could adopt standards with respect to commaodities protected under
geographical denominations was the subject of much debate in the Sixties and early Seventies. At its Ninth
Session, held in 1971, the Commission, after having noted the complexity of the questions connected with
“appellations d’origine”, agreed that some consideration should be given to this subject by the Executive
Committee at its next session, insofar as the work of the Commission was concerned, in the light of background
material to be made available by the Legal Office of FAO.

7. The Legal Office of FAO prepared an information note entitled “Appellations d’origine and
international food standards™. The document reviewed past discussions on the matter within Codex Alimentarius
Commission and its subsidiary bodies, international instruments relevant to the protection of “appellations
d’origine” and the relevant provisions of the Codex Alimentarius. The document indicated that the general
provisions on the elaboration of standards did not contain any rules on the matter. On the one hand, the “mere
elaboration and adoption of a standard without special regard to the protection recognized in certain countries
for a given name can in no way alter the law or detract from existing international obligations of those countries.
If a government should find that acceptance of a standard would be incompatible with such laws or international
obligations, it may wish to decline to accept the standard (...) On the other hand, the rules governing the work of
the Codex Alimentarius Commission do not contain any provision which would enable these countries to prevent
the elaboration and adoption of standards for the varieties concerned and under the names which are at present
protected in their territory on the basis of national legislation or by virtue of bilateral or multilateral agreements,
such as the Lisbon Agreement or the Stresa Convention”. The document further indicated that ““the introduction
of a special clause whereby countries accepting a standard may be allowed to maintain the status quo with regard

2 The phrase should read: “consumer protection from the point of view of health and fraudulent

practices”.
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to the protection for certain names, is neither prescribed nor excluded by any of the rules covering the work of the
Codex Alimentarius Commission”.

8. At its Tenth Session, held in 1974, the Commission examined the issue of “appellation d’origine” in
relation to the work of the Commission in some detail. The Commission noted that the matter had been discussed
by the Executive Committee at its May 1972 Session and that it was a question which had arisen in the Committee
of Government Experts on the Code of Principles concerning Milk and Milk Products. The Commission noted
the recommendation of the Executive Committee on the matter®. In particular, the Commission agreed with the
view of the Executive Committee that it was not essential to arrive at a definite recommendation at this stage since
the controversial issues had been resolved within the Joint FAO/WHO Committee of Government Experts on the
Code of Principles concerning Milk and Milk Products on a pragmatic basis and might not arise again in the
immediate future. Eventually, in 1978, the Committee of Government Experts on the Code of Principles
concerning Milk and Milk Products, completed work on the Standard for Extra Hard Grating Cheese which was
adopted as Codex STAN C-35-1978.

9. At its Second Session, in 1996, the Codex Committee on Milk and Milk Products, considered a proposal
of Germany to elaborate a new individual cheese standard for “Parmesan” and requested Germany to identify
products in question and prepare a paper on trade statistics and justification for the elaboration of the Standard for
consideration by the Committee at its next session. France and the International Dairy Federation offered to
collaborate with Germany (ALINORM 97/11, paragraph 87). At its Third Session in 1998, the Committee noted
the request of Italy to delete consideration of a Codex standard for “Parmesan” from the Provisional Agenda on
the basis that Parmesan (Parmigiano Reggiano) was recognized all over the world. In view of the decision taken
at the Second Session, the Committee decided to consider its elaboration as scheduled under Agenda Item 11
(ALINORM 99/11, paragraph 4). The proposal on the matter (CX/MMP 98/11) mentioned, inter alia, that
Parmesan was a generic name and there is no clear definition of the product at international level. There was
considerable trade on cheese under this denomination. The document referred to difficulties to provide statistical
data from official sources on the production and marketing of Parmesan as in the majority of countries it was not
recorded as a separate item but it was covered by headings such as “hard cheese” or “grated cheese” or cheese in
general. Data provided by the International Dairy Federation indicated that Parmesan cheese was produced in 11
countries; consumed in 19 and that 6 countries had a legal standard. Production was at least 64,620 tons and
exports amounted to 11,577 tons.

10. Due to time constraints the matter was deferred to the Fourth session of the Committee in 2000. At the
Fourth session, the Delegation of Portugal, speaking on behalf of the member States of the European Community,
and in view of continuing EC discussions on the question relating to the denomination “Parmesan”, indicated that
it was premature for the Committee to make a decision at this time. Several delegations and the observer from IDF
stated that, utilizing the Criteria for the Elaboration or Revocation of Individual Standards for Cheeses and the
data contained in CX/MMP 00/18, the elaboration of a standard for “Parmesan” would be justified.
Notwithstanding the opinion of several delegations, the Committee agreed that discussions concerning the
possibility of a new individual cheese standard for “Parmesan” would be deferred until its next session where it
would consider whether or not to proceed with work on the basis of CX/MMP 00/18 and preliminary texts of a
standard as contained in CX/MMP 00/18-Add.1 (ALINORM 01/11, paragraphs 132-133).

11. At its Fifth Session in 2002, the delegation of Spain, speaking on behalf of the Member States of the
European Community present at the Session, requested the postponement of the consideration of the elaboration
of a standard, in view of ongoing negotiations within the Community related to the use of the term “Parmesan”. It

® The Executive Committee considered the matter on the basis of the document that had been prepared by the
FAO Legal Office. The Executive Committee proposed a solution “which would permit the elaboration and adoption
of a Codex standard while at the same time safeguarding the interest of those countries who wished to maintain
protection of the appellation d’origine. This might be achieved by the introduction of an alternative name (apart from
the appellation d’origine) and of a special clause whereby countries accepting the Standard would be allowed to
maintain the status quo with regard to the protection of the appellation d’origine. This special clause would enable
governments to accept the standard for the commodity concerned with a declaration 1. that the name as appellation
d’origine will be reserved to the products produced in the area of origin in accordance with the traditional local
requirements, and 2. that products corresponding to the standard but manufactured outside that area will have to be
sold on their territory under an alternative name. The inclusion in the standard itself of such an enabling clause and of
the alternative name would avoid doubts and disputes as to the validity of any declarations that may be made to this
effect by countries accepting the standard. It would also enable a potential importing country in whose territory the
appellation d’origine is protected on the basis of a multilateral or bilateral agreement to accept the international
standard in a manner compatible with pre-existing international obligations”.
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was also suggested that the Codex Standard for Extra Hard Grating Cheese (Codex STAN C-35) could be revised,
thereby avoiding the naming issue. Other delegations strongly supported the elaboration of a Codex Standard for
Parmesan Cheese, and noted that information submitted and compiled in support of the elaboration of a standard
was more than adequate to address the Codex Criteria for the Establishment of Work Priorities applicable to
commodities, including a large volume of production and trade between countries, diverse national legislation
with potential impediments to international trade and substantial market potential. It was also noted that regardless
of the negotiations within the Community, a Codex standard would apply to all 165 member states of the Codex
Alimentarius Commission, The Committee could not reach a consensus position and therefore, postponed the
consideration of the elaboration of a proposed draft Codex Standard for Parmesan until its next meeting. The
delegation of the United States objected to this decision (ALINORM 03/11, paragraphs 124-126). At its Sixth
Session in 2004, the Committee raised the two questions.

FIRST QUESTION: TO WHAT EXTENT, IF ANY, SHOULD PDO RECOGNIZED IN EC
LEGISLATION FOR A PRODUCT OTHERWISE CONSIDERED TO BE
GENERIC BY THE MAJORITY OF THE MEMBERS PRESENT BE
GROUNDS FOR REJECTING ELABORATION OF A CODEX STANDARD
WHEN, IN THE MAJORITY OF MEMBERS PRESENT EXISTING
CRITERIA FOR ACCEPTANCE OF THE NEW WORK HAVE BEEN
MET?

12. The above-mentioned provisions of the Statutes of the Codex Alimentarius Commission, the provisions
on the elaboration of Codex Standards and related texts and the Criteria for the Establishment of Work Priorities
(Cf. paragraphs 4 to 5 of this document) do not contain any clauses whereby, in deciding whether a standard
should be prepared, under the above reference framework, the Commission and its subsidiary committees should
be restricted by any national or related legislation regarding protection of geographical indications adopted by its
Members. It may be of interest to recall that the same views on this matter were presented in 1972 by the Legal
Office of FAO (Cf. paragraph 7 of this document).

13. Accordingly, the fact that Parmigiano-Reggiano is registered as a Protected Designation of Origin by the
European Community would not preclude a majority of the Members of the Codex Alimentarius Commission
from deciding to elaborate a Codex standard on Parmesan cheese, if applicable criteria for acceptance of new
work have been met.

SECOND QUESTION: SHOULD ASPECTS OF INTELLECTUAL PROPERTY PROTECTION E.G.
TRADEMARKS, CERTIFICATION MARKS, GEOGRAPHICAL
INDICATIONS (GI’S) OR PDO’S BE CONSIDERED AS LEGITIMATE
CRITERIA BY CODEX WHEN DECIDING ON ACCEPTANCE OF NEW
WORK OR ADOPTING STANDARDS?

14. When deciding to elaborate a standard on a particular commodity, the Commission is required to act
under the framework established by its mandate, the procedures for the elaboration of standards and the Criteria
for the Establishment of Work Priorities and to take into account the criteria laid down in that framework.

15. From a legal point of view, insofar as this would not be precluded or incompatible with these provisions,
the Commission could take into consideration additional criteria not listed among those criteria.  As reflected
earlier in this document, it would be entirely open to the Commission to take into account criteria of political
convenience when deciding whether or not to proceed with the elaboration of a particular standard.

16. In the same vein, the Commission could decide to take into consideration criteria and aspects related to
intellectual property protection such as trade marks, certification marks, geographical indications or protected
designations of origin, when deciding to elaborate a particular standard. However, this would be done at the
discretion of the Commission and not as a result of any specific legal requirement arising from its mandate, from
the procedures for the elaboration of standards or from the Criteria for the Establishment of Work Priorities.
Furthermore, the possibility for the Commission to do so would have to take into account the following two legal
parameters.

17. First, at the Sixth Session of the Codex Committee on Milk and Milk Products, references were made to
work in process under the Agreement on Trade-Related Aspects of Intellectual Property Rights (the so-called
TRIPS Agreement). Under Article 22 of the TRIPS Agreement a minimum level of protection is established in
respect of all goods for geographical indications which identify a good as originating in the territory of a Member
where a given quality, reputation or other characteristic of the good is essentially attributable to its geographic
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origin. Under that Article geographical indications have to be protected in order to avoid misleading the public
and to prevent unfair competition. A special, reinforced regime is established for geographical indications for
wines and spirits in Article 23. As a result of the so-called Doha mandate, work is under way within the WTO on
issues related to the extension of the higher level of protection beyond wines and spirits but no consensus on this
matter has yet been reached. Once this work is completed, any results might be taken into account by Codex
Members when reaching their decisions within the Codex Alimentarius Commission.

18. Second, following on the above observation, the rights and obligations of the Members of the Codex
Alimentarius Commission derive from their membership of FAO or WHO and their decision to become Members
of the Commission. Consequently, such rights and obligations are defined by the relevant statutory provisions of
the Codex Alimentarius Commission which do not foresee, neither in their letter, nor in the practice developed
thereunder, that aspects related to intellectual property protection be taken into consideration when deciding to
undertake work on a particular standard. Consequently, within the Codex Alimentarius Commission, its Members
are expected to act under the legal framework set forth above, as long as that framework is not amended with a
view to introducing other criteria. A different approach to issues of the nature of that under consideration, would
be likely to undermine the autonomy and integrity of the mandate of the Codex Alimentarius Commission.

19. In view of the foregoing considerations, from a strictly legal point of view, there are no requirements to
the effect that aspects of intellectual property protection e.g. trademarks, certification marks, geographical
indications (GI’s) or PDO’s be considered as criteria to be taken into consideration by Codex when deciding on
acceptance of new work or adopting standards.

20. The above considerations are obviously without prejudice to the fulfilment of all relevant criteria and
procedural requirements for the elaboration of standards, including the need for a document on the basis of which
the Commission would take its decision.

14



ANNEX C

v Cx 1
WORLD INTELLECTUAL PROPERTY ORGANISATION MONDIALE
ORGANIZATION DE LA PROPRIETE INTELLECTUELL
1t 57 JniRr= i sg L Sl AL AL k)
ORGANIZACION MUNDIAL ' BCEMMPHAS OPrAHI3AIINY
DE LA PROPIEDAD INTELECTUAL zu-anrmm«;xrymwoﬂ COBCTBEHHOCTH

July 30, 2004

Dear Director-General Lee,
Dear Director-General Diouf,

I refer to the opinion of the legal offices of the Food 1id Agriculture
Organization of the United Nations (FAO) and the World Héalth Organization
(WHO) on questions raised by the Codex Committee on Milk and Milk Products
(CCMMP), at its Sixth Session held in Auckland, from April 26 to 30, 2004
(document CAC/27 LIM 15). : "

~ Inote that these questions raise important legal issues directly concerning
intellectual property and would like to draw your attention to the fact that certain
statements contained in the document referred to, have given rise to considerable
concern among the intellectual property community, including States party to
treaties administered by the World Intellectual Property Organization (WIPO)
and owners of intellectual property rights.

Specifically, paragraphs 12 and 19 of the document do not appear to reflect
an important element of the approach taken in 1972 by the Legal Office of F AO,
as reproduced in paragraph 7, i.e. the “mere elaboration and adoption of a
standard without special regard to the protection recognized in certain countries
for a given name can in no way alter the law or detract from existing

/...
Dr. Jong-Wook Lee Dr. Jacques Diouf
Director-General - Director-General
World Health Organization (WHO) Food and Agriculture Organization
20, avenue Appia of the United Nations (FAO)
1211 Geneva 27 Viale delle Terme di Caracalla
Rome 00100
Italy

34, chemin des Colombettes, 1211 GENEVE 20 (SUISSE); tél. +41 22 338 91 11; fac-similé +4122 733 5428
Chéques postaux: OMPI Ne 12-5000-8, Gengve / Internet: http://www. ompi.int ou htp:/fwww, wipo.int / e-majl: wij i ipoi
IR . . : ; . : 0.mail@wipg;
Banque: Crédit Suisse, CH-1211 Genzve 70, Swie: CRESCHZZ12A, compte OMPY N° CH3S nans 1mne anan b0 Ml @Wipo int
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Dr. Jong-Wook Lee, Geneva, Dr. Jacques Diouf, Rome - July 30, 2004

international obligations of those countries”. Paragraph 19 simply concludes that
“...there are no requirements to the effect that aspects of intellectual property
protection... be considered as criteria to be taken into consideration by Codex
when deciding on acceptance of new work or adopting standards”. Similarly,
paragraph 12 recalls that “...the same views on this matter were presented in
1972 by the Legal Office of FAO...”, but fails to recall the element mentioned

above.

While it is not the intention of WIPO to interfere with technical issues being
considered by the Codex Alimentarius Commission, we believe it is important to

 bring the concerns of our constituents to your attention. The principal objective

of WIPO, as stipulated in Article 3 of the Convention Establishing the World »
Intellectual Property Organization, is “fo promote the protection of intellectual
property throughout the world through cooperation among States and, where
appropriate, in collaboration with any other international organization”,

I'would like to take this opportunity to assure you of our availability to
provide any assistance that the Codex Alimentarius Commission may require in
this or any other intellectual property issue which may arise in the future and
look forward to continued close cooperation between our respective

organizations.

Sincerely yours,

amil Idris
Director General
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FOOD AND AGRICULTURE ORGANIZATION OF THE UNITED NATIONS

The Director-General

LEG-DG/04/4 4518 | Rome, 1().1%. 2004

Dear Mr. |dris,

I refer to your letter of 30 July 2004 to the Director-General of the
World Health Organization (WHO) and to myself regarding the opinion of
the legal offices of FAO and WHO on questions raised by the Codex
Committee on Milk and Milk Products at its Sixth Session, held in Auckland,
New Zealand, from 26 to 30 April 2004. '

In view of the status of the Codex Alimentarius Commission as a joint
FAO/WHO statutory body, as well as the nature of the questions raised by
the Codex Committee on Milk and Milk Products and dealt with in the
above-mentioned legal opinion, the concerns expressed in your letter are
being reviewed in close consultation with WHO, the Secretariat of the
Codex Alimentarius Commission, as well as other relevarit units of the two
organizations.

I should like to take this opportunity to thank you for your interest in
the Codex Alimentarius Commission and its activities and assure you of my
commitment to inter-agency cooperation.

Yours sincerely,

Jacques Diouf

Mr. Kamil ldris

Director-General .
World Intellectual Property Organization
Geneva

Viale delle Terme di Caracalla, 00100 Rome, ltaly internet: www.fao.org Fax: (+39) 06 57053152 Telephone: (+39) 06 57051
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FOOD AND ORGANISATION ORGANIZACION I = WY
AGRICULTURE DES NATIONS DE LAS NACIONES a—-——f-'h-—i—??
ORGANIZATION UNIES POUR UNIDAS PARA — S
OF THE L’ALIMENTATION LA AGRICULTURA p—adid
UNITED NATIONS ET UAGRICULTURE Y LAALIMENTACION 3, =t
Viale delle Terme di Caracalla, Cables: Telex: 625852 FAO 1 Facsimile: +39 0657053152 Telephone: +39 0657051
00100 Rome, Italy FOODAGRIROME 610181 FAO I
Our Ref.: Your Ref.:

Rome, 16 November 2004

Dear Mr. Idris,

On behalf of the Legal Counsel of WHO and on my own behalf, | wish to refer to
your letter of 30 July 2004 concerning the opinion of the legal offices of FAO and the World
Health Organization in response to the questions raised by the Codex Committee on Milk
and Milk Products (CCMMP), at its Sixth Session, held in Auckland, from 26-30 April 2004.

As you will recall, by letter of 10 September 2004, the Director-General of FAO
acknowledged receipt of your letter and informed you that the concerns which you
expressed would be reviewed in consultation with WHO and the secretariat of the Codex
Alimentarius Commission.

Further to these consultations, we should like to point out, first of all, that the
questions raised by the CCMMP concerned the mandate of the Codex Alimentarius
Commission, the procedures for the elaboration of standards and the criteria for the
establishment of work priorities, as adopted by the Commission and must therefore, be
answered in light of the legal framework established by the Statutes of the Commission and
the relevant decisions of the latter. In addition, any specific conclusions stated in the
opinion should be seen in the context of the opinion, as a whole.

Consequently, as recalled in the opinion, the Members of the Codex Alimentarius
Commission are expected to act under the framework established by the Commission and
discharge their rights and obligations on that basis. In line with the views expressed by the
Legal Office of FAO in 1972, as recalled in the opinion, this is without prejudice to other
international obligations that may be binding upon individual Members of the Commission,
particularly in the context of other international bodies. Indeed, the opinion makes explicit
reference to the Agreement on Trade-Related Aspects of Intellectual Property Rights and
could have also made reference to relevant agreements concluded under the
aegis of WIPO. Whether such international obligations should be taken into account by the

Mr. Kamil Idris

Director-General

Inteliectual Property Organization
34, chemin des Colombettes
1211 Geneva 20, Switzerland
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-2

Members of the Codex Alimentarius Commission when deciding to elaborate, or when
elaborating particular standards within the Commission, as well as the manner and extent
to which that should be done, are matters entirely for the Members of the Commission to
consider.

We trust that you will find the above clarification satisfactory and look forward to
further cooperation among our respective organizations.

Yours sincerely,

Giuliano Pucci
Legal Counsel
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WORLD INTELLECTUAL PROPERTY ORGANISATION MONDIALE
ORGANIZATION ' DE LA PROPRIETE INTELLECTUELLE

R iR R AR &S A0 AW 2kl

ORGANIZACION MUNDIAL ,  BCEMHUPHAS OPTAHM3A LS
DE LA PROPIEDAD INTELECTUAL VHTEJIEKTYAJILHON COBCTBEHHOCTH
FAO-07 January 18, 2005

Dear Mr. Pucci,

L refer to your letter of November 16, 2004, addressed to Dr. Kamil Idris,
Director General of the World Intellectual Property Organization (WIPO),
concerning his letter of July 30, 2004, addressed to Director-General Lee of the
World Health Organization (WHO) and to Director-General Diouf of the Food
and Agriculture Organization of the United Nations (FAO), on the subject of the
opinion of the legal offices of WHO and FAO on the questions raised by the
Codex Committee on Milk and Milk Products (CCMMP), at its Sixth Session
held in Auckland, from April 26 to 30, 2004.

As explained in Director General Idris’ letter of July 30, 2004, the intention
of his letter was not to interfere with the technical work of the Codex
Alimentarius Commission, but to bring to the attention of the WHO and FAO the
concern of WIPO Member States and intellectual property right holders over the
legal opinion expressed, in particular, in paragraph 19 of document CAC/27
LIM 15, namely that “there are no requirements to the effect that aspects of
intellectual property protection e.g. trademarks, certification marks, geographical
indications (GI’s) or PDO’s be considered as criteria to be taken into

consideration by Codex when demdlng an acceptance of new work or adopting
standards”.

Mr. Giuliano Pucci

Legal Counsel

Food and Agriculture Organization

of the United Nations (FAO)

Viale delle Terme di Caracalla

00100 Rome

Italy

34 chemin des Colombettes, 1211 GENEVE 20 (SUISSE); tél. +41 22 338 91 11; fac-similé +41 22 733 54 28

Cheques postaux: OMPI N° 12-5000-8, Genéve / Internet: http://www. ompiint ou http://www.wipo.int / e‘mail: wipo.mail@wipo.int
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Mr. Giuliano Pucci, Rome — Jahuary 18, 2005

However, the clarification expressed at the end of the penultimate
paragraph of your letter of November 16, 2004, i.e., “whether international
obligations concerning intellectual property rights should be taken into account
by the Members of the Codex Alimentarius Commission when deciding to
elaborate, or when elaborating particular standards within the Commission, as
well as the manner and extent to which that should be done, are matters entirely
Jfor the Members of the Commission to consider,” appear to be in line with the
opinion of the FAO Legal Office of 1972, as expressed in paragraph 7 of
document CAC/27 LIM 15), which was regrettably absent from paragraph 19 of
the said document.

We trust that, as far as the interface with intellectual property rights
protection is concerned, the work of the Codex Alimentarius Commission will be
pursued in the spirit of this legal interpretation, and would like to thank you for

clarifying that matter.
Sincerely you7,/
t

3
T
Marcus Hépperger

Acting Director
Trademarks, Industrial Designs and
Geographical Indications Law Division
Legal Department
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